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BEFORE THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Registration No. 3,613,730 
 
Mark:    LA TERRE PROMISE 
 
Class:  33 
 
____________________________________                                                              
      ) 

DIANA AND CHARLES KARREN, ) 

      ) Cancellation No: 92058635   

   Petitioners,  )  

      ) MOTION TO SUSPEND PENDING 

  v.    ) FEDERAL COURT LITIGATION 

      )   

DOMAINE CARNEROS LTD.,  ) 

      )  

   Respondent.               )  

____________________________________) 

 

 Pursuant to TBMP Section 510.02, Respondent hereby requests that these proceedings be 

suspended by the Board pending the outcome of Case No. 3:14-cv-04929 filed by Petitioners 

in the United States District Court for the Northern District of California. A copy of the Complaint is 

attached as Exhibit 1.  

 TBMP Section 510.02(a) states: "Whenever it comes to the attention of the Board that a 

party or parties to a case pending before it are involved in a civil action which may have a 

bearing on the Board case, proceedings before the Board may be suspended until final 

determination of the civil action." The civil action claims that Respondent is infringing 

on Petitioner’s registered and unregistered trademarks, including the registration at issue herein.  

Among other things it seeks cancellation of that registration as a remedy.  The civil action will 

inevitably decide the issues of entitlement to registration that have been raised in this proceeding. 
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 Accordingly, Respondent respectfully requests that the cancellation proceeding be 

suspended pending the outcome of the civil action. 

        Respectfully submitted, 

 LAW OFFICE OF PAUL W. REIDL 

            By: /s/ /Paul W. Reidl/ 

         

        Paul W. Reidl 

Dated: November 26, 2014     Law Office of Paul W. Reidl 

        241 Eagle Trace Drive 

        Half Moon Bay, CA 94019 

        (650) 560-8530 

        paul@reidllaw.com 

 

        

PROOF OF SERVICE 

 On November 26, 2014, I caused to be served the following document: 

RESPONDENT’S REPLY ON MOTION TO STRIKE AFFIRMATIVE DEFENSES 

on Opposer by placing a true copy thereof in the United States mail enclosed in an envelope, 

postage prepaid, addressed as follows to their counsel of record at his present business address: 

JAY M. BEHMKE 

CARLE MACKIE POWER & ROSS LLP 

100 B STREET SUITE 400  

SANTA ROSA, CA 95401 

 

Executed on November 26, 2014 at Half Moon Bay, California. 

 

  

 

    __________________________________________ 
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CARLE, MACKIE, POWER & ROSS LLP 
JOHN B. DAWSON (SBN 242161) 
jdawson@cmprlaw.com
JAY M. BEHMKE (SBN 163603) 
jmbehmke@cmprlaw.com
RICHARD C. O’HARE (SBN 167960) 
rohare@cmprlaw.com
100 B Street, Suite 400 
Santa Rosa, California 95401 
Telephone: (707) 526-4200 
Facsimile: (707) 526-4707 

Attorneys for Plaintiffs  
DIANA KARREN and CHARLES KARREN 

UNITED STATES DISTRICT COURT 

NORTHERN DISTRICT OF CALIFORNIA - SAN FRANCISCO DIVISION 

DIANA KARREN and CHARLES 
KARREN, 

   Plaintiffs, 

 v. 

DOMAINE CARNEROS, LTD.,

   Defendant. 

CASE NO. 

COMPLAINT FOR DAMAGES AND 
INJUNCTIVE RELIEF 

1. Cancellation of Trademark Registration 
2. Federal Trademark Infringement 
3. Federal Unfair Competition 
4. Cal. Unfair Competition, B&P Code § 17200  
5. Common Law Unfair Competition 
6. Common Law Trademark Infringement 
7. Common Law Fraud 

DEMAND FOR JURY TRIAL 

Plaintiffs Diana Karren and Charles Karren (collectively, the “Karrens” or “Plaintiffs”), by 

their attorneys, as and for their Complaint against Defendant Domaine Carneros, Ltd. 

(“Defendant”) allege as follows: 

NATURE OF ACTION

1. The Karrens are the owners of the registered trademark TERRA DE PROMISSIO® 

(U.S. Reg. No. 3,358,681) for wine in International Class 033 (the “TERRA DE PROMISSIO 

Mark”). This action arises out Defendant’s fraudulently procured registration, and infringing use, 

of the confusingly similar LA TERRE PROMISE trademark (U.S. Reg. No. 3,613,730) for wine in 

International Class 033 (“Defendant’s Mark”).

//

3:14-cv-4929

Case No. 3:14-cv-4929

Case3:14-cv-04929   Document1   Filed11/05/14   Page1 of 40
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2. Despite the Karrens’ requests, Defendant has refused to cease its use of the 

Defendant’s Mark. Accordingly, the Karrens bring this action for cancellation of Defendant’s 

Mark pursuant to § 37 of the Lanham Act, 15 U.S.C. §§ 1064(3) and 1119; infringement of the 

TERRA DE PROMISSIO Mark in violation of § 32 of the Lanham Act, 15 U.S.C. §§ 1114(1); 

federal unfair competition and false designation of origin in violation of § 43 of the Lanham Act, 

15 U.S.C. § 1125(a); for unfair competition arising under Cal. Bus. & Prof. Code 17200 et seq.; 

and for unfair competition, trademark infringement, and fraud under the common law of the 

State of California.

JURISDICTION, VENUE AND INTRADISTRICT ASSIGNMENT

3. This Court has original subject matter jurisdiction over this action pursuant to 15 

U.S.C. § 1121 and 28 U.S.C. §§ 1331 and 1338(a). This Court has related claim jurisdiction over 

the state law claims pursuant to 28 U.S.C. §§ 1338(b) and 1367.  

4. This Court has personal jurisdiction over Defendant because, upon information and 

belief, Defendant resides and transacts business in the State of California and within this judicial 

district (“district”), committed the tort of infringement in this district, and/or expected or should 

reasonably have expected its acts to have consequences in the State of California and within this 

district.

5. Venue is proper in this district under 28 U.S.C. § 1391(b) because, upon 

information and belief, Defendant resides and transacts business in this district, a substantial part 

of the events or omissions giving rise to the claims occurred in this district, and/or the infringement 

occurred in this district.

THE PARTIES

6. Plaintiffs Diana Karren and Charles Karren are husband and wife and reside at 

3845 Ely Road, Petaluma, Sonoma County, California.  

7. Upon information and belief, Defendant Domaine Carneros, Ltd. is a Delaware 

corporation having an address of 1240 Duhig Road, Napa, California 94559.  Upon information 

and belief, Defendant Domaine Carneros, Ltd.’s parent company is Champagne Taittinger, a 

privately-owned Champagne producer based in Reims, France. 

Case3:14-cv-04929   Document1   Filed11/05/14   Page2 of 40
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FACTUAL BACKGROUND

8. In 1999, the Karrens used their life savings to purchase an old ranch in Petaluma, 

Sonoma County, California, located within the Sonoma Coast American Viticultural Area 

(“AVA”). After moving to the property, the Karrens re-named it “Terra de Promissio,” which in 

English means “land of promise.” As explained on the Karrens’ website,

WE CHOSE THE NAME TERRA DE PROMISSIO BECAUSE AS FARMERS, THE LAND IS ABOUT 
THE "PROMISE". THE PROMISE THAT EVERY NEW SEASON BRINGS THE POSSIBILITY, THE 
HOPE AND THE DREAMS OF A BOUNTIFUL HARVEST. IT IS THE PROMISE OF THE 
AMERICANDREAM--THAT THE FUTURE WILL BE BETTER THAN THE PAST FOR NOT ONLY 
OUR FAMILY, BUT FOR OUR WORKERS, OUR WINEMAKERS AND FOR ALL THE PEOPLE 
WHO WILL ONE DAY DRINK A WINE WITH GRAPES FROM OUR VINEYARD.

9. The Karrens purchased Terra de Promissio with the intention of planting and 

growing world-class Pinot Noir grapes for use in ultra-premium, still (as opposed to sparkling) red 

wines. After looking at more than 100 properties in Napa and Sonoma counties, the Karrens 

bought this southwest-facing, rolling hillside property based upon its “promise,” namely, their 

belief that its combination of soil profile, exposure, and wind and fog influence would make it an 

ideal site for growing Pinot Noir wine grapes of the highest quality.

10. Moreover, the Karrens also saw “promise” in the fact that the Sonoma Coast AVA 

was a well-known region for growing Pinot Noir wine grapes for use in ultra-premium, still red 

wines, due to its long-growing season, moderate temperatures, and well-draining soils.

11. In 2002, the Karrens planted 33,000 Pinot Noir grapevines at Terra de Promissio.  

12. At present, there are approximately 50 acres planted to Pinot Noir grapevines at 

Terra de Promissio. However, Terra de Promissio remains a small, family-owned operation, with 

Mrs. Karren’s parents also living on the property and assisting in the management of the vineyard. 

13. In 2005, the Karrens began selling Pinot Noir grapes from the Terra de Promissio 

vineyard to wineries for use in their wines, and have allowed such wineries to use the TERRA DE 

PROMISSIO Mark (as a single-vineyard designation on wine labels and/or in sales and marketing 

endeavors) as a permitted trademark licensee of the Karrens.  

14. Since 2005, seven wineries purchasing the Karrens’ grapes have bottled such wines 

as a single-vineyard designated wine bearing the mark TERRA DE PROMISSIO. Moreover, since 

Case3:14-cv-04929   Document1   Filed11/05/14   Page3 of 40
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2005, an additional ten wineries have purchased grapes from the Terra de Promissio vineyard, and 

used the TERRA DE PROMISSIO Mark, in marketing their Sonoma Coast Pinot Noir blends. In 

each case, the Karrens agreed to sell grapes to such winery, and license the use of the TERRA DE 

PROMISSIO Mark, based upon the good reputation of the winery (and/or its winemaker) and its 

track record for producing and selling critically acclaimed, ultra-premium Pinot Noir wines. 

15. On March 5, 2007, the Karrens filed an application with the U.S. Patent & 

Trademark Office (“USPTO”) to register the TERRA DE PROMISSIO Mark, Serial No. 77-

122,183, claiming a first use date at least as early as January 7, 2007, covering “Wine” in 

International Class 033. The Karrens’ application stated that the English translation of the TERRA 

DE PROMISSIO mark is “Land of Promise.”  

16. On October 9, 2007, the TERRA DE PROMISSIO Mark was published for 

opposition. On December 25, 2007, the USPTO issued Registration No. 3,358,681 to the Karrens 

for their TERRA DE PROMISSIO Mark.

17. On January 28, 2013, the Karrens filed a combined Declaration of Use and 

Incontestability under Sections 8 and 15 of the Lanham Act (15 U.S.C. §§ 1058, 1065) with the 

USPTO. On February 9, 2013, the USPTO issued a Notice of Acceptance under Section 8 and a 

Notice of Acknowledgment under Section 15. Consequently, the Karrens’ TERRA DE 

PROMISSIO Mark is valid, subsisting, and incontestable as a matter of law.  

18. Wines bearing the TERRA DE PROMISSIO Mark on their label are sold online 

(through the websites of the wineries who bottle wines made from the Karrens’ Pinot Noir grapes, 

as well as through the websites of retailers who carry such wines), at retail and in restaurants.

19. Since approximately 2007, wines bearing the TERRA DE PROMISSIO Mark as a 

single-vineyard designation have consistently received awards and accolades from consumers, 

critics, and leading wine publications. The 2011 and 2012 Williams Selyem Terra de Promissio 

Vineyard Pinot Noirs received scores of 96 and 92 (out of 100), respectively, from Wine

Enthusiast magazine; the 2009 and 2010 Lynmar Terra de Promissio Vineyard Pinot Noir received 

scores of 94 and 92, respectively, from Wine Spectator; the 2006 Lynmar Terra de Promissio 

Vineyard Pinot Noir received a score of 91 from Stephen Tanzer’s International Wine Cellar; and 

Case3:14-cv-04929   Document1   Filed11/05/14   Page4 of 40
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the 2005 Siduri Terra de Promissio Vineyard Pinot Noir received a score of 90 points from Robert

Parker’s Wine Advocate.

20. Moreover, Terra de Promissio vineyard was one of the grape sources for Kosta 

Browne’s 2009 Sonoma Coast Pinot Noir, which was named Wine Spectator’s Wine of the Year 

for 2011.  All told, there have been at least 16 ratings of 90 points or above from the three leading 

wine critics (Wine Spectator, Wine Enthusiast, and Wine Advocate) for wines made in whole or in 

part from Terra de Promissio Vineyard grapes. 

21. Since approximately 2005, the Karrens and their licensees have expended 

substantial amounts of time and resources in developing the TERRA DE PROMISSIO Mark, 

advertising and/or promoting goods under the TERRA DE PROMISSIO Mark, and maintaining its 

preeminent reputation in the State of California and throughout the United States. As a result of 

such activities, the TERRA DE PROMISSIO Mark has become well known, widely recognized, 

and favorably received, the relevant public has come to associate and identify the TERRA DE 

PROMISSIO Mark with the Karrens, and the Karrens derive substantial, valuable goodwill from 

such identification by consumers.  

22. The Karrens also own the domain name www.terradepromissio.com, and have 

operated a website at this address to promote their goods and services under the TERRA DE 

PROMISSIO Mark since at least July 2, 2013.  

23. The Karrens also vigilantly protect the TERRA DE PROMISSIO Mark. 

Consequently, the use of a confusingly similar trademark by third parties is likely to cause 

confusion among the public and diminish the distinctiveness of the Karrens’ TERRA DE 

PROMISSIO Mark. 

24. Defendant is a winery. Defendant’s wines are directed to wine-buying consumers, a 

group most likely to know and respect the Karrens’ TERRA DE PROMISSIO Mark. 

25. On July 2, 2008, Defendant filed an application, Serial No. 77-514,016, to register 

the name LA TERRE PROMISE for “Wines” in International Class 033. Defendant’s application 

states that “The foreign wording in the mark translates into English as the earth’s promise.” A true 

and correct copy of Defendant’s application for Defendant’s Mark, downloaded from the USPTO 

Case3:14-cv-04929   Document1   Filed11/05/14   Page5 of 40
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server, is attached hereto as Exhibit A.  Defendant’s application also contains a “Declaration,” 

which states in relevant part that, “The undersigned, being hereby warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both …. and that such 

willful false statements, and the like, may jeopardize the validity of the application or any resulting 

registration, declares that he/she is properly authorized to execute this application on behalf of the 

applicant … and that all statements made of his/her own knowledge are true ….”  See Exhibit A.

Defendant’s application was signed by Katja Loeffelholz, the attorney of record appointed by 

Defendant to submit the application on Defendant’s behalf.  See Exhibit A.

26. Defendant’s application was filed on the basis of Defendant’s bona fide intent to 

use Defendant’s mark.  See Exhibit A.  Upon information and belief, Defendant amended its 

application to claim a first use date of July 14, 2008.   

27. On November 5, 2008, the Defendant’s Mark was published for opposition. On 

April 28, 2009, the USPTO issued Registration No. 3,613,730 to Defendant for Defendant’s Mark. 

28. Upon information and belief, Defendant also owns the domain name 

www.domainecarneros.com, and operates a website at that address to market and promote its 

goods, including wines bearing Defendant’s Mark. Notably, Defendant’s website is interactive and 

has allowed and continues to allow California citizens (and others) to purchase wines bearing 

Defendant’s Mark.

29. Defendant’s Mark is confusingly similar to the long-standing TERRA DE 

PROMISSIO Mark, given that the products offered (and the markets serviced) by Defendant under 

Defendants’ Mark are identical and/or highly related to the products that are offered (and the 

markets serviced) by the Karrens’ licensees under the TERRA DE PROMISSIO Mark.

30. Defendant’s Mark is substantially similar in commercial impression to Karrens’ 

senior TERRA DE PROMISSIO Mark. The most distinctive features of Defendant’s mark are the 

words “TERRE” and “PROMISE,” while the most distinctive features of Karrens’ mark are 

“TERRA” and “PROMISSIO.” “TERRE” and “TERRA” are both derived from the Latin word 

TERRE which means “land” or “earth” or “ground.” “PROMISE” and “PROMISSIO” are both 

derived from the Latin word PROMISSUM, which refers fundamentally to a declaration about 

Case3:14-cv-04929   Document1   Filed11/05/14   Page6 of 40
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some act to be done in the future. Accordingly, while there are subtle differences between the 

marks caused by the variations in grammatical meaning of each phrase, the two marks are 

fundamentally about identical concepts: a promise related to the earth. These conceptual affinities, 

in addition to the obviously visual resemblances (both marks contain a word starting with TERR 

and a word starting with PROMIS), provide prima facie evidence of similarity which can be and 

has been confusing to consumers. 

31. The Karrens are the senior users in this case, with both priority of use and priority 

of registration of their TERRA DE PROMISSIO Mark as compared with Defendant’s Mark. 

32. The Karrens’ TERRA DE PROMISSIO Mark and Defendant’s Mark cover 

identical goods, wines, in International Class 033.

33. Upon information and belief, the Karrens’ TERRA DE PROMISSIO Mark and 

Defendant’s Mark have been used solely in connection with Pinot Noir-based, still wines, made 

from grapes grown in northern California. Consequently, the truly identical nature of the goods 

covered by the parties’ marks exacerbates the likelihood of consumer confusion as to the source of 

the goods sold under Defendant’s Mark and the Karrens’ TERRA DE PROMISSIO Mark, to the 

detriment of the senior-user Karrens.  

34. Defendant’s infringing use of a confusingly similar trademark will financially harm 

the Karrens by diminishing the value of the TERRA DE PROMISSIO Mark as a source indicator 

for goods and services. Upon information and belief, Defendant’s use of a mark that is confusingly 

similar to the TERRA DE PROMISSIO Mark will increase the popularity and profitability of 

Defendant’s products. Moreover, the Karrens, and consumers, will be harmed by such confusion as 

Defendant will unjustly benefit from the false association with the Karrens’ TERRA DE 

PROMISSIO Mark at no cost to Defendant. This will harm the Karrens by endangering and 

undermining the ability of their TERRA DE PROMISSIO Mark to serve as a unique and 

distinctive indicator of the quality and characteristics of the goods bearing such mark. 

35. In addition, there has been actual confusion of the parties and their respective marks 

by members of the trade and consumers alike. For example, in an email dated March 18, 2014, the 

publisher and owner of PinotFile, a leading online newsletter focused upon Pinot Noir wines, 

Case3:14-cv-04929   Document1   Filed11/05/14   Page7 of 40
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wrote:
 “I see your vineyard name showing up on more and more vineyard 
 designated Pinots these days. 

 Couple of questions: 

 The 2011 Domaine Carneros Terra de Promissio Pinot impressed 
 me at the recent World of Pinot Noir – can you tell me more about 
 this wine – nothing on the winery website.” 

36. Likewise, consumers have approached the Karrens at various winery tastings and 

events featuring wines from licensees of the Karrens’ TERRA DE PROMISSIO Mark, and 

informed the Karrens that they also enjoyed wines made from the Karrens’ grapes at Defendant’s 

winery – when Defendant is not a licensee of the Karrens and does not source grapes from the 

Karrens’ vineyard.

37. Furthermore, the Karrens respectfully submit that Defendant fraudulently obtained 

registration of the Defendant’s Mark with the USPTO, by intentionally mistranslating the French 

phrase “la terre promise” as “the earth’s promise.” Upon information and belief, Defendant 

intentionally provided an erroneous English translation of Defendant’s Mark to the USPTO to 

avoid conflict with a previously registered trademark and to obscure the similarity in meaning with 

the Karrens’ previously registered TERRA DE PROMISSIO Mark.

38. The Karrens respectfully submit that the correct translation of Defendant’s mark is 

“the promised land,” as evidenced by the translation entry set forth in Collins Robert, French-

English Dictionary (3d ed. 1993), p. 811 of the French-English section, and p. 621 of the English-

French section. A true and correct copy of the above-referenced dictionary excerpts is attached 

hereto as Exhibit B.

39. Upon information and belief, the translation of “la terre promise” as “the promised 

land” is consistent with the standard structure of the French language in which adjectives most 

often follow the nouns that they modify. For example, the French title of the classic French film 

“The Red Balloon” is “Le Ballon Rouge” in which the French word for red (“rouge”) follows the 

noun balloon (“balloon”). Similarly, in the French phrase “la terre promise,” the French word “la 

terre” means the land (or earth or ground) and the French word “promise” means “promised,” the 

Case3:14-cv-04929   Document1   Filed11/05/14   Page8 of 40
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past participle of the verb “to promise.” Technically, the French word “promise” in Defendant’s 

Mark is the past participle of the French verb “promettre” and not a noun at all. Literally, the 

French phrase means “the land promised,” which, when converted to standard English word order 

in which adjectives come first, would read “the promised land.”  

40. Upon information and belief, Defendant, being owned by a French company, 

Champagne Taittinger, and whose own officers are bilingual, had all the necessary language 

background and resources to translate the French phrase “la terre promise” correctly for its 

trademark application. 

41. However, at the time Defendant applied for its mark, there was a prior registered 

mark for the words PROMISED LAND for “wines, spirits, liqueurs” in International Class 033 

(U.S. Reg. No. 2,973,480), which was and is owned by Taylors Wines Pty Limited (the 

“PROMISED LAND mark”). A copy of the Status Page for the PROMISED LAND mark, 

downloaded from the USPTO TSDR server, is attached hereto as Exhibit C. The Status Page 

reflects that the PROMISED LAND mark was in good standing at the time that Defendant applied 

for Defendant’s Mark, and that Section 8 and 15 filings for the PROMISED LAND mark were 

timely made.  

42. Upon information and belief, the translation offered by Defendant – “the earth’s 

promise” – is not consistent with the meaning of the French phrase “la terre promise.” First, 

Defendant’s translation of the French “promise” by the English “promise” is a classic example of 

the “false friend” which occurs between English and French (and other Romance languages 

derived from Latin). The French word for the English noun “promise” is “promesse.”  See Exhibit 

B, Collins Robert, French-English Dictionary (3d ed. 1993), p. 621 of the English-French section, 

and p. 651 of the French-English section, a true and correct copy of which is attached hereto as 

Exhibit D. In the French phrase, the noun “the earth” (la terre) is a noun modified by the adjective 

“promised” (promise). Literally, the French phrase reads as “the earth promised” or “the land 

promised.” The translation offered by Defendant reverses this grammatical order. In Defendant’s 

translation, the word “promise” (promise) is a noun modified by the possessive adjective “earth’s” 

(terre). In the French phrase, the word “terre” is not possessive and is not an adjective. The French 

Case3:14-cv-04929   Document1   Filed11/05/14   Page9 of 40
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language does not use the “s” to create a possessive expression. Instead, the French language relies 

upon the use of the indefinite article “de” (of, in various senses of the term) to express possession. 

The English phrase “Robert’s bicycle”, for example, becomes “la bicyclette de Robert” (the 

bicycle of Robert). Upon information and belief, the correct way to translate “the earth’s promise” 

in French is “la promesse de la terre.” Defendant’s translation of Defendant’s Mark, while 

containing the root words of “earth” and “promise” that occur in Defendant’s Mark, distorts the 

meaning of the French phrase “la terre promise” in a way which violates the rules of French 

grammar and bears no resemblance to its actual meaning. 

43. Upon information and belief, Defendant knowingly submitted an incorrect 

translation of the French phase “la terre promise” in its trademark application in order to avoid 

rejection of its proposed trademark if it had submitted the correct translation of its mark. The 

correct translation would have alerted the USPTO trademark examiner that Defendant’s mark was 

merely a translation of Taylors Wines Pty Limited’s PROMISED LAND mark into French. Upon 

information and belief, had the examiner become aware of this translation, the examiner would 

have rejected Defendant’s application on the grounds of foreign equivalents. See Section 4 of 

Article 1207.01(b)(vi) of the USPTO Trademark Manual of Examination Procedure. Under the 

doctrine of foreign equivalents, a foreign word (from a language familiar to an appreciable 

segment of American consumers) and the English equivalent may be held to be confusingly 

similar, thus precluding registration under 15 U.S.C. § 1052(d). 

44. Upon information and belief, having fraudulently obtained its registration through 

the subterfuge of the incorrect translation of Defendant’s Mark, Defendant’s actions since that time 

show that it is quite aware of the correct translation of the French phrase. Defendant’s own website 

now translates Defendant’s Mark as “the Promised Land.” Defendant’s website contains a web 

page that features an image of a bottle of wine bearing Defendant’s Mark, and text which states in 

relevant part, 

 2011 LA TERRE PROMISE PINOT NOIR 
We call it the Promised Land (“La Terre Promise”) and it just might be 
the most picturesque ranch in Carneros. 

A true and correct print out of the above-referenced web page is attached hereto as Exhibit E.
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45. On or around February 5, 2014, the Karrens, through their attorneys, filed a Petition 

for Cancellation (the “Petition”) with the USPTO seeking cancellation of the Defendant’s Mark. 

The Petition summarized the Karrens’ prior use and rights in the registered and incontestable 

TERRA DE PROMISSIO Mark.  

46. In response, Defendant has filed an Answer and Counterclaim with the USPTO, 

seeking cancellation of the TERRA DE PROMISSIO Mark or, in the alternative, allowing 

Defendant’s Mark to retain its registration but have it limited to wines sold from Defendant’s 

winery directly to consumers. However, such limitation would fail to reasonably eliminate the 

likelihood of confusion, as evidenced by the actual confusion amongst consumers who have tasted 

Defendant’s wine labeled with Defendant’s Mark at Domaine Carneros as previously addressed 

herein. Furthermore, the Karrens now have a bonded winery, and intend to produce, market, and 

sell their own proprietary wines directly to consumers under their TERRA DE PROMISSIO Mark. 

Accordingly, Defendant’s proposed limitation on trade channels is not adequate to protect against 

the erosion of goodwill in the Karrens’ TERRA DE PROMISSIO Mark. 

47. To date, Defendant has refused to cease its use of the Defendant’s Mark, and has 

indicated that it will continue to intentionally use that mark on wines, including, but not limited to, 

still Pinot Noir red wines.  

48. Defendant’s actions have been deliberate, willful, malicious and intentional, and 

conducted with the intent of trading on the goodwill in the Karrens’ TERRA DE PROMISSIO 

Mark. 

49.  This case is an exceptional case, entitling the Karrens to treble damages and 

attorneys’ fees as allowed for under the law. 

FIRST CLAIM FOR RELIEF 
Cancellation of Trademark Registration: 15 U.S.C. §§ 1064(3) and 1119

50. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 49 as if fully set forth herein. 

51. Defendant fraudulently obtained Defendant’s Mark in violation of 15 U.S.C. § 

1064(3) by knowingly making false, material representations of fact in connection with its 
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application by, among other things, submitting an incorrect translation of its proposed mark in its 

application, and submitting a declaration stating that all statements made therein were true, when 

Defendant knew such representations were false, to induce the authorized agents of the USPTO to 

grant registration of Defendant’s Mark, and pursuant to 15 U.S.C. § 1119 this court should direct 

the Commissioner of Trademarks to cancel the registration of Defendant’s Mark, and award 

Plaintiffs damages sustained in consequence thereof pursuant to 15 U.S.C. § 1120. 

52. In addition, the Defendant’s Mark has been and is likely to be confused with 

Plaintiffs’ TERRA DE PROMISSIO Mark in violation of 15 U.S.C. § 1052(d).

53. Continued registration of Defendant’s Mark will cause Plaintiffs harm as it calls 

into question Plaintiffs’ exclusive rights in their TERRA DE PROMISSIO Mark. 

54. Defendant’s Mark is directly at issue in this infringement action, and pursuant to 15 

U.S.C. § 1119 this court should direct the Commissioner of Trademarks to cancel the registration 

of Defendant’s Mark based upon the confusing similarity to Plaintiffs’ earlier registered TERRA 

DE PROMISSIO Mark.
SECOND CLAIM FOR RELIEF 

Federal Trademark Infringement: 15 U.S.C. § 1114

55. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 54 as if fully set forth herein. 

56. Defendant’s above-stated actions and use of Defendant’s Mark constitute use in 

commerce of a reproduction, copy or colorable imitation, and thus infringement, of Plaintiffs’ 

registered mark in connection with the sale, offering for sale, distribution or advertising of goods 

on or in connection with which such use is likely to cause consumer confusion, deception or 

mistake as to source, sponsorship or approval of the Defendants’ aforesaid goods in violation of 15 

U.S.C. §1114. 

57. Defendant’s ongoing acts of infringement are willful and deliberate, and result in 

substantial damage to Plaintiffs in an amount to be determined at trial. 

//

//

Case3:14-cv-04929   Document1   Filed11/05/14   Page12 of 40



13
COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF 

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
CARLE,MACKIE,

POWER&ROSS LLP

THIRD CLAIM FOR RELIEF 
Federal Unfair Competition: 15 U.S.C. § 1125(a)

58. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 57 as if fully set forth herein. 

59. Defendant’s use of Defendant’s Mark to market and promote wines constitutes 

unfair competition in violation of 15 U.S.C. § 1125(a).

60. Defendant’s use of Defendant’s Mark constitutes a false designation of origin in 

violation of 15 U.S.C. § 1125(a).

61. Defendant’s ongoing acts of unfair competition and false designation of origin are 

willful and deliberate, and result in substantial damage to Plaintiffs in an amount to be determined 

at trial.
FOURTH CLAIM FOR RELIEF 

California Unfair Competition: Business and Professions Code § 17200

62. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 61 as if fully set forth herein. 

63. Defendant’s above-stated actions constitute unfair competition and unlawful, unfair 

or fraudulent business acts or practices in violation of Cal. Bus. & Prof. Code. § 17200.

64. Pursuant to Cal. Bus. & Prof. Code § 17203, Plaintiffs are entitled to preliminary 

and permanent injunctive relief ordering Defendant to cease its unfair competition, and 

disgorgement of all of Defendant’s profits associated with its unfair competition. 

FIFTH CLAIM FOR RELIEF 
California Common Law Unfair Competition

65. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 64 as if fully set forth herein. 

66. Defendant’s actions constitute unfair competition under the common law of the 

State of California. 

67. Defendant’s ongoing acts of unfair competition are willful and deliberate, and result 

in substantial damage to Plaintiffs in an amount to be determined at trial. 

//

//
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SIXTH CLAIM FOR RELIEF
California Common Law Trademark

68. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 67 as if fully set forth herein. 

69. Defendant’s actions constitute trademark and service mark infringement in violation 

of the common law of the State of California. 

70. Defendant’s ongoing acts of infringement are willful and deliberate, and result in 

substantial damage to Plaintiffs in an amount to be determined at trial. 

  SEVENTH CLAIM FOR RELIEF 
   Common Law Fraud

71. Plaintiffs repeat and re-allege each of the factual allegations contained in 

paragraphs 1 through 70 as if fully set forth herein. 

72. Defendant made representations in the application for Defendant’s Mark as set forth 

herein concerning the English translation of Defendant’s Mark and the truth of all statements made 

therein.

73. The representations therein alleged were false and were made by Defendant with 

the intent to induce the USPTO, including, but not limited to, the USPTO examining attorney 

assigned to review Defendant’s application for Defendant’s Mark, to grant registration of 

Defendant’s Mark. 

74. Upon information and belief, at the time the representations were made, the 

USPTO, including, but not limited to, the USPTO examining attorney assigned to review 

Defendant’s application, was ignorant of the falsity of Defendant’s representations, and was 

thereby fraudulently induced to approve Defendant’s Mark for registration.

75. Upon information and belief, the USPTO, including, but not limited to, the USPTO 

examining attorney assigned to review Defendant’s application, was justified in relying on the 

representations made by Defendant to its detriment as well as the detriment of Plaintiffs.  As a 

proximate result of the fraudulent conduct of Defendant, Defendant’s Mark has been registered, 

Plaintiffs have now been damaged thereby and must incur the costs of investigation and 

prosecution of the instant action, and are further damaged by the continued registration of 
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Defendant’s Mark, which calls into question Plaintiffs’ exclusive rights in their TERRA DE 

PROMISSIO Mark. 

76. The aforementioned conduct of Defendant involved intentional misrepresentation, 

deceit, or concealment of material facts known to it with the intention of thereby causing the 

USPTO to register Defendant’s Mark to Plaintiffs’ detriment.  As such, Defendant’s acts were 

willful and deliberate and result in substantial damage to Plaintiffs in an amount to be determined 

at trial, and awarded to Plaintiffs in consequence thereof pursuant to 15 U.S.C. § 1120 and other 

applicable law. 

77. Furthermore, such conduct was despicable, involved malice and was in conscious 

disregard of Plaintiffs’ rights, and Plaintiffs are therefore entitled to exemplary damages. 

PRAYER FOR RELIEF

 WHEREFORE, Plaintiffs request that judgment be entered as follows: 

1. For an order cancelling Defendant’s Mark; 

2. For an order requiring Defendant to show cause why it should not be enjoined as set 

forth herein, during the pendency of this action, upon application for such by Plaintiffs;

3. For a preliminary and permanent injunction enjoining Defendant, and its agents, 

servants, and employees, and all persons acting under, in concert with, or for Defendant from the 

use of Defendant’s Mark as part of a brand name or trademark in connection with the manufacture, 

distribution, offering for sale, sale, marketing, advertising and/or promotion of wine or related 

retail items and to enjoin those persons from the use of any other trademark calculated or likely to 

cause confusion or mistake in the mind of the trade or public or to deceive the trade or public into 

believing that Defendant’s business is in any way associated or affiliated with or related to 

Plaintiffs;

4. For an order requiring Defendant to deliver up and destroy all advertising, 

promotional and other materials bearing the infringing designations together with all artwork and 

other means and materials for making and reproducing the same;

5. For an order directing Defendant to file with this Court, and serve on Plaintiffs 

within 15 days after service of an injunction, a report in writing, under oath, setting forth in detail 
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the manner and form in which Defendant has complied with any injunction or restraining order; 

6. As to those claims for which this element of relief is applicable, for all of 

Defendant’s profits derived from its infringement of Plaintiffs’ TERRA DE PROMISSIO Mark in 

an amount to be determined at trial;  

7. As to those claims for which this element of relief is applicable, for compensatory 

damages in an amount to be determined at trial, plus interest at the legal rate; 

8.  As to those claims for which this element of relief is applicable, for treble damages 

on the basis that this is an exceptional case;  

9.  As to those claims for which this element of relief is applicable, for punitive and/or 

exemplary damages in an amount to be determined at trial; 

10. As to those claims for which this element of relief is applicable, for Plaintiffs’ 

reasonable attorneys’ fees and court costs expended in this action; 

11. For costs of the suit incurred herein; 

12. For such other and further relief as the Court may deem just and proper; and 

13. For trial by jury of this action and its claims for relief. 

Dated:  November 5, 2014   Respectfully submitted, 

      CARLE, MACKIE, POWER & ROSS LLP 

 By: /s/ Richard C. O’Hare    
   John B. Dawson 
  Jay M. Behmke 

 Richard C. O’Hare 
 100 B Street, Suite 400 
 Santa Rosa, CA 95401 
 Telephone: (707) 526-4200 
 Facsimile: (707) 526-4707 

  Attorneys for Plaintiffs 
 Diana Karren and Charles Karren 
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DEMAND FOR JURY TRIAL

 As set forth in its Complaint and prayer for relief, Plaintiffs hereby request a trial by jury in 

this matter.  

Dated: November 5, 2014   Respectfully submitted, 

      CARLE, MACKIE, POWER & ROSS LLP 

      By: /s/ Richard C. O’Hare    
 John B. Dawson 
 Jay M. Behmke 
 Richard C. O’Hare 
 100 B Street, Suite 400 
 Santa Rosa, CA 95401 
 Telephone: (707) 526-4200 
 Facsimile: (707) 526-4707 

  Attorneys for Plaintiffs 
  Diana Karren and Charles Karren 
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